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Sir: 

This is in reply to the Office Action/Restriction Requirement mailed May 19, 
2006, which set June 19, 2006 as the initial deadline for response. Accordingly, a petition for a 
one-month extension of time until July 19, 2006 is enclosed herewith. 

Applicants respectfully request reconsideration in light of the following. 

Remarks begin on page 2 of this paper. 
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RESPONSE TO RESTRICTION 

Reconsideration and modification or withdrawal of the Restriction Requirement is 
respectfully requested in light of the following remarks. 

The Restriction Requirement sets forth the following Groups: 

Group I, claims 1-3, 9-12, 15, 19, 20, 55-67, 75, 80-96, and 99-120; and 
Group II, claim 1-5, 15, 55-57, 68-72, 75, 80-86, 89-98, 108-114, and 117- 

120. 

The Requirement alleges that the Group I invention relates to a pathological 
condition associated with cancer while the Group II invention relates to a pathological condition 
associated with the eye. But Applicant respectfully points out that claims 1-3 and 55, for 
example, are generic Cor genus) claims that are directed to "reducing or inhibiting angiogenesis 
in a tissue". 

A generic, or genus, claim is defined at MPEP 806.04(d). Instant claims 1-3 and 
55 are all generic, or genus, claims within that definition. For example, the claims do not limit 
the tissue to that associated with any "pathological condition". The tissue is also not limited to 
"cancer" or "the eye". 

Recognition of the presence of genus claims is important because Applicant 
regards the genus as the invention. Any attempt to restrict the genus to be merely species thereof 
would deny Applicant the ability to seek claims directed to what she regards as the invention. 
See In re Weber (580 F.2d 455, 198 USPQ 328 (CCPA 1978)) and In re Haas (580 F.2d 461, 
198 USPQ 334 (CCPA 1978)), and the discussion at MPEP 803.02 in a related context. These 
cases clearly set forth that a restriction requirement cannot be used to divide a single claim, such 
as a genus claim. Therefore, and by way of example, claims 1-3 and 55 cannot be divided by 
restriction, such as by their inclusion in Groups I and II with an artificially imposed limitation to 
a pathological condition associated with cancer or the eye. 
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The presence of a generic, or genus, claim is also seen with claim 57. That 
independent claim relates to inhibition of angiogenesis in a tissue associated with a "pathological 
condition". But once again, claim 57 does not limit the tissue to being that of "cancer" or "the 
eye". Instead, claim 57 is also within the definition of a generic, or genus, claim at MPEP 
806.04(d). Accordingly, and in light of the Weber and Haas guidance, claim 57 cannot be 
divided by restriction, such as its inclusion in both Groups I and II. 

In light of the above, Applicant respectfully traverses the arbitrary restriction of 
the claims into Groups I and II. 

Additionally, Applicant respectfully points out that the alleged basis for 
restriction between Groups I and II is misplaced. The statement of restriction incorrectly alleges 
that "Group I has the distinct objective of treating angiogenesis associated with cancer and the 
distinct method step of treating with the antibody linked to a cytotoxin." But none of these 
"distinct objectives" are recited in any of claims 1-3 or 55, for example. None of these claims 
require the feature of "cancer" or "cytotoxin" as alleged by the statement because they are 
generic, or genus, claims as discussed above. 

Similarly, the statement of restriction incorrectly alleges that "Group II has the 
distinct objective of treating angiogenesis in ocular tissue and the distinct step of administering 
the agent with eye drops." Again, none of these "distinct objectives" are recited in any of claims 
1-3 or 55, for example. None of these claims require the feature of "ocular" or "eye drops" as 
alleged by the statement, because, as stated above, they are generic, or genus, claims. 

Therefore, Applicant requests reconsideration and modification of the instant 
Restriction Requirement in favor of one group comprising all of the pending claims. 

In the event that the Restriction Requirement is maintained, Applicant elects 
Group I, claims 1-3, 9-12, 15, 19, 20, 55-67, 75, 80-96, and 99-120, with traverse for the reasons 
provided above. 
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With respect to the restriction requirement for a "Species Election" with respect to 
claims 62, 63, 87, 88, 101, and 104 of Group I, Applicant respectfully traverses. The statement 
of restriction requires election of one species from among nine and seems to indicate its basis as 
the Harnisch and Hozumi decisions as discussed at MPEP 803.02. But those decisions and the 
MPEP section relate to Markush claims, for which pertinent guidance is provided in the first 
paragraph of MPEP 803.02 as follows: 

"when the Markush group occurs in a claim reciting a process or a 
combination (not a single compound), it is sufficient if the members of the 
group are disclosed in the specification to possess at least one property in 
common which is mainly responsible for their function in the claimed 
relationship, and it is clear from their very nature or from the prior art that 
all of them possess this property." 

The above clearly indicates that a proper Markush grouping may be present in the 
absence of a common structural feature responsible for the "property in common". To the 
contrary, only presence of the "property in common" in each of the group's members is needed. 

Therefore, the instantly alleged restriction is misplaced to the extent that it relies 
upon the grounds that "compounds within the group either (1) do not share a common utility, or 
(2) do not share a substantial structural feature disclosed as being essential to that utility." This 
standard does not apply "in a claim reciting a process or a combination (not a single compound)" 
as quoted above. 

The instant claims recite processes, not combinations or single compounds, and so 
no common structural feature need be present. Instead, only a "property in common" is 
necessary. One such "property" is presence in that each of the alleged members is treated by 
inhibiting angiogenesis in tissue via an antibody or antibody fragment of the invention. 
Therefore, and contrary to the statement of restriction, each of the nine alleged species does have 
a function related property such that they may not be subject to restriction. 
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Applicant further submits that a requirement for an election of species from the 
genus of claimed methods must be based upon 37 C.F.R. § 1.141(a) and 1.146, both of which 
expressly recognize that "a reasonable number" of species may be claimed along with an 
allowable generic claim within a single application. Applicant points out that there has been no 
demonstration that "more than a reasonable number of species" is encompassed by the pending 
claims. No basis has been provided to demonstrate that nine types of "malignant neoplasm" is 
an unreasonable number of species. Therefore the requirement is deficient because no more than 
a reasonable number of species is presented in the pending claims. 

Moreover, and as set forth at 37 C.F.R. § 1.146, election of a species is 
discretionary and results in a restriction only "if no claim to the genus is found to be allowable." 
Thus Applicants respectfully submit that the requirement for an election of species is for 
purposes of facilitating search and examination. If no prior art is found to anticipate or render 
obvious the elected species, Applicants respectfully submit that the search of the claims should 
be extended to the next species to allow for consideration of the generic claim encompassing the 
species. 

In light of the above, Applicant respectfully submit that the requirement for an 
election of species is misplaced and should be withdrawn. 

Should the requirement be maintained despite the above, Applicants elect the 
species of pancreatic carcinoma as encompassed by claims 62, 88, and 104, where at least claims 
1-3, 9, 10, 12, 15, 19, 20, 55-59, 61, 64-67, 75, 80-86, 89-96, 99-100, 103, and 105-120 are 
generic relative to this species. This selection is made with traverse for the reasons above. 

Applicants reserve the right to pursue the subject matter of any non-elected claim 
or canceled subject matter in a subsequent divisional or other continuing application without 
prejudice. 
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If the Examiner believes a telephone conference would expedite prosecution of 



this application, please telephone the undersigned at 858-350-6100. 



TOWNSEND and TOWNSEND and CREW LLP 

Two Embarcadero Center, Eighth Floor 

San Francisco, California 941 1 1-3834 

Tel: 858-350-6100 

Fax:415-576-0300 

KL:ps 

60792681 v1 



Respectfully submitted, 




"Kawai Lau, Ph.f 
Reg. No. 44,461 
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